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DETAILED ACTION 

A request for continued examination under 37 CFR 1 .1 14 was filed in this 
application after appeal to the Board of Patent Appeals and Interferences, but prior to a 
decision on the appeal. Since this application is eligible for continued examination 
under 37 CFR 1 . 1 1 4 and the fee set forth in 37 CFR 1 . 1 7(e) has been timely paid, the 
appeal has been withdrawn pursuant to 37 CFR 1.114 and prosecution in this 
application has been reopened pursuant to 37 CFR 1.114. Applicant's submission filed 
on 6/26/2006 has been entered. 



Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 



Claims 1-2, 5-7 and 11-14 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 
As indicated in MPEP 2173.05(d) II : 

A single claim which claims both an apparatus and the method steps of using the 
apparatus is indefinite under 35 U.S.C. 1 12, second paragraph. In Ex parte Lyell, 17 
USPQ2d 1548 (Bd. Pat. App. & Inter. 1990), a claim directed to an automatic 
transmission workstand and the method steps of using it was held to be ambiguous and 
properly rejected under 35 U.S.C. 112, second paragraph. 

Such claims should also be rejected under 35 U.S.C. 101 based on the theory that the 
claim is directed to neither a "process" nor a "machine," but rather embraces or overlaps 
two different statutory classes of invention set forth in 35 U.S.C. 101 which is drafted so 

as to set forth the statutory classes of invention in the alternative only. Id. at 1 551 . 



The claims require both apparatus and method steps, for example in claim 1 the 



first nozzle is "emitting" air and the second nozzle is "emitting" fluid; claim 6 has steps 
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of conveying air and water, claim 7 has a step of contacting an applicator. Claim 5 has 
atomizing. Since the claims are directed to neither a process nor a machine, applicant 
cannot obtain a patent therefore. Previously, Examiner assumed that the term "air- 
admitting" served to indicate that the nozzle was capable of admitting air. As argued by 
applicant on the bottom of page 7 of the response dated 26 June 2006: "Haruch clearly 
teaches a nozzle emitting both air and liquid, not an air-emitting nozzle, as Applicants 
claim". Based on this argument is deemed an admission that the phrase "air-emitting" is 
directed to its plain meaning that it is emitting air. In other words: Since applicant 
argues that a nozzle which is emitting a liquid cannot be an "air-emitting" nozzle, then it 
means that that the phrase "air-emitting" signifies that the plain meaning of "emitting" air 
is the proper meaning - as opposed to the Examiner's previous unsupported assertion 
that "air-emitting" merely signifies that it is capable of emitting air. 



From MPEP 2111.01: 

Plain Meaning 

I. THE WORDS OF A CLAIM MUST BE GIVEN THEIR "PLAIN 
MEANING" UNLESS THEY ARE DEFINED IN THE SPECIFICATION 
While the claims of issued patents are interpreted in light of the specification, prosecution 
history, prior art and other claims, this is not the mode of claim interpretation to be applied 
during examination. During examination, the claims must be interpreted as broadly as their 
terms reasonably allow. In re American Academy of Science Tech Center, **>367 
F.3d 1359, 1369, 70 USPQ2d 1827, 1834 (Fed. Cir. 2004)< (The USPTO uses a 
different standard for construing claims than that used by district courts; during 
examination the USPTO must give claims their broadest reasonable interpretation.). This 
means that the words of the claim must be given their plain meaning unless applicant has 
provided a clear definition in the specification. In re Zletz, 893 F.2d 319, 321, 13 
USPQ2d 1320, 1322 (Fed. Cir. 1989) (discussed below); Chef America, Inc. v. 
Lamb-Weston, Inc., 358 F.3d 1371, 1372, 69 USPQ2d 1857 (Fed. Cir. 2004) 
(Ordinary, simple English words whose meaning is clear and unquestionable, absent any 
indication that their use in a particular context changes their meaning, are construed to 
mean exactly what they say. Thus, "heating the resulting batter-coated dough to a 
temperature in the range of about 400oF to 850oF" required heating the dough, rather 
than the air inside an oven, to the specified temperature.). One must bear in mind that, 
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especially in nonchemical cases, the words in a claim are generally not limited in their 
meaning by what is shown or disclosed in the specification. See, e.g., Liebel-Flarsheim 
Co. v. Medrad Inc., 358 F.3d 898, 906, 69 USPQ2d 1801, 1807 (Fed. Cir. 
2004)(discussing recent cases wherein the court expressly rejected the contention that if 
a patent describes only a single embodiment, the claims of the patent must be construed as 
being limited to that embodiment). It is only when the specification provides definitions for 
terms appearing in the claims that the specification can be used in interpreting claim 
language. In re Vogel, 422 F.2d 438, 441, 164 USPQ 619, 622 (CCPA 1970). See 
also Superguide Corp. v. DirecTV Enterprises, Inc., 358 F.3d 870, 875, 69 USPQ2d 
1865, 1868 (Fed. Cir. 2004) 



Examiner apologizes for construing the claim to be broader than the plain 
meaning would otherwise indicate. 



Similarly, the following 112 rejection is made: 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 1-2, 5-7 and 11-14 are rejected under 35 U.S.C. 112, second paragraph, 
as being indefinite for failing to particularly point out and distinctly claim the subject 
matter which applicant regards as the invention. 

As pointed out above, method-apparatus claims are indefinite as to what they 
require. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 1, 2, 5, 7, 12 and 13 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Bohy 40713412. 

See the prior Office action for the manner in which the art is applied. 

Claim Rejections - 35 USC § 103 

This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
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invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

Claims 1, 2, 5, 7, 12 and 13 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bohy 40713412 in view of Haruch 6161778 (and optionally in view of 
applicant's admission in the 26 June 2006 response). 

See how the references were applied in the prior Office action. Also, applicant admits in 
the middle of page 7 of the 26 June 2006 response that "Haruch clearly teaches a 
nozzle emitting... air". Thus the nozzle is an air-emitting nozzle 

Claims 6 and 1 1 and 14 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Bohy 40713412 (with or without Haruch 6161778) as applied to 
claims 3 and 1 1 , and further in view of Loeffler 4168959 (and optionally in view of 
applicant's admission in the 26 June 2006 response). 

See how the references were applied in the prior Office action and above. 
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Response to Arguments 

Applicant's arguments filed 26 June 2006 have been fully considered but they are 
not. persuasive. 

It is argued that Bohy does not have a nozzle which is emitting air as claimed. 
This appears to be true. However the prior art rejection is being maintained - at least 
until Examiner is certain that the claims require the steps of the emitting air. 

It is also argued that Haruch does not teach an air emitting nozzle. Examiner 
disagrees: figure 1 , at the left-hand side thereof clearly discloses "AIR" in each tube 24. 
It also shows an arrow. This indicates the air is moving. IT is clearly emitted from one 
structure (20) to another (24). One would also realize from the entire Haruch disclosure 
that the air is emitted from the right-hand side of the drawing as represented by the 
three arrows. Moreover, applicant admits in the middle of page 7 or the response that 
"Haruch clearly teaches a nozzle emitting... air". 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to John Hoffmann whose telephone number is (571) 272 
1 191. The examiner can normally be reached on Monday through Friday, 7:00- 3:30. 

■ i r 

J 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's' 
supervisor, Steve Griffin can be reached on 571-272-1 189. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 



i 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-91 99 (IN USA OR CANADA) or 5/1 -OT-flfcoO. ' 
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